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DETAILED ACTION 

1 . This action is in response to the Request for Continued Examination filed 4/4/05. 

2. Claims 1-20 are pending in the application. Claims 1, 3-9, 12, 13, 18, and 19, are 
independent claims. 

3. The rejection of claims 1,3-8, 12, 17, 18, 19, and 20, under 35 U.S. C. 102(e) as 
being unpatentable over Katariya have been withdrawn as necessitated by applicant's 
amendment. Claims 1, 2, and 8, remain rejected under 35 U.S.C. 101 as being directed to 
non-statutory subject matter 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-2, and 8 are rejected under 35 U.S.C. § 101 as being directed to 
non-statutory subject matter. 

The claims are not directed to statutory subject matter because the claimed subject 

matter: 

(1) does not fall within one of the four statutory classes of inventions under § 
101; and/or 

(2) falls, by analogy, within the printed matter exception to § 101 . 

Data structures do not fall within one of the four statutory classes of invention 
under § 101: process, machine, manufacture, and composition of matter. A data structure 
is clearly neither a "process" nor a "machine." With regard to the other statutory classes, 
the Supreme Court in Diamond v. Chakrabartv , 206 USPQ 193 (S. Ct. 1980), has defined 
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a "manufacture" as "the production of articles for use from raw materials prepared by 
giving to these materials new forms, qualities, properties, or combinations whether by 
hand labor or by machinery" and has defined a "composition of matter" as "all 
compositions of two or more substances and ... all composite articles, whether they be 
results of chemical union, or of mechanical mixture, whole describe a data structure 
stored in a computer system. Accordingly, like printed matter "stored" on a sheet of 
paper, a or whether they be gases, fluids, powders, or solids." Id. at 195-196. Clearly, a 
data structure, per se, cannot be considered a "manufacture" since a data structure is not 
produced from raw materials and has no tangible, physical form or structure. Likewise, a 
data structure cannot be considered a "composition of matter" since a data structure is not 
a composition of substances or composite articles as contemplated by the Supreme Court. 
Accordingly, since a data structure does not fall within one of the four statutory classes of 
inventions under § 101, the claims are not directed toward statutory subject matter. 

Lastly, a data structure is considered non-statutory subject matter by analogy to 
the "printed matter" exception under § 101. See In re Miller , 164 USPQ 46, 49 (CCPA 
1969). Like printed matter, a data structure, in and of itself, is merely an arrangement of 
data and nothing more. Furthermore, claims drawn to printed matter may be non- 
statutory even though the claims recite the structure on which the printed matter is 
printed: 

The mere arrangement of printed matter on a sheet or sheets of paper, in 
book form or otherwise, does not constitute "any new and useful art, 
machine, manufacture, or composition of matter," or "any new and useful 
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improvements thereof/' as provided in section 4886, of the Revised 

Statutes [the predecessor to 35 U.S.C § 101]. 
(emphasis in original). In re Russell , 9 USPQ 181, 182 (CCPA 1931). At best, the claims 
as a data structure stored in a computer system fails to present statutory subject matter. 

As per claims 1-2 and 8: A data format describing a document is mere 
arrangement of data. 

Claim Rejections - 35 USC §102 
6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(e) the invention was described in (1) an application for 
patent, published under section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an international application filed 
under the treaty defined in section 35 1(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States 
and was published under Article 21(2) of such treaty in the English language. 

7 Claims 1-8, 18, 19, and 20, are rejected under 35 U.S.C. 102(e) as being 
anticipated by Nielson et al., USPN 6,810,143 filed (10/26/2004) 
In reference to independent claim 1, Nielson teaches: 

Provides color management procedures in assigning where color management 
functions are to be performed with respect to a particular document. Furthermore, the 
reference discloses rendering intent information. See column 4, lines 14-56. The output 
of the application is document data, which is associated by color management function 
with a document complexity metric. The intent information is utilized to define the 
design of the document and more particularly, the color profile. See column 4, lines 25- 
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53. The profile inherently forms a type of intent component. Finally, the output of 
application is document data, which is associated by color management function with a 
document complexity metric. Document complexity metric comprises one or more values 
that are required for the color management functions to determine where the color 
management actions are to be performed with respect to document data. See column 3, 
lines 45-67. The metric provides a quantitative value related to intents of a design of the 
document and indicative of relative importance of document properties related to the 
design. 

In reference to dependent claim 2, Nielson teaches: 

Document complexity metric comprises one or more values that are required for 
the color management functions to determine where the color management actions are to 
be performed with respect to document data. See column 3, lines 45-67. The metric 
provides a quantitative value related to intents of a design of the document and indicative 
of relative importance of document properties related to the design. 
In reference to independent claim 3, the limitations comprise instructions used for 
performing similar methods as claimed in independent claim 1, and in further view of the 
following, is rejected along the same rationale. Furthermore, no weight could be given to 
the term intent capture capabilities. The Examiner provides the intent information within 
the Nielson to provide the teaching of something that could be capable, within a 
document processing system, to carry out quantitative processes. 
In reference to independent claim 4, Nielson teaches: 

Provides color management procedures in assigning where color management 
functions are to be performed with respect to a particular document. Furthermore, the , 
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reference discloses rendering intent information. See column 4, lines 14-56. The output 
of the application is document data, which is associated by color management function 
with a document complexity metric. The intent information is utilized to define the 
design of the document and more particularly, the color profile. See column 4, lines 25- 
53. The profile inherently forms a type of intent component. 
In reference to independent claim 5, Nielson teaches: 

Provides color management procedures in assigning where color management 
functions are to be performed with respect to a particular document. Furthermore, the 
reference discloses rendering intent information. See column 4, lines 14-56. The output 
of the application is document data, which is associated by color management function 
with a document complexity metric. The intent information is utilized to define the 
design of the document and more particularly, the color profile. See column 4, lines 25- 
53. The profile inherently forms a type of intent component. 

In reference to claims 6-8, 18, 19, and 20, the claims reflect the system comprising 
instructions used for performing the methods as claimed in 1-3, and in further view of the 
following, are rejected along the same rationale. 

Claim Rejections - 35 USC §103 
8. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Katariya et al., USPN 6,549,897 ffled (12/17/98) in view of Nielson et aL, USPN 
6,810,143 filed (10/26/2004). 

In reference to independent claim 12, Figure 1 of Katariya discloses a document 
indexing and retrieval system [1 10], for storing documents [100] described in a data 
format including document data [102] and quantitative document intent information 
[114], including a document storage device [Memory 1 1 1]; a document indexing system 
(Col. 5 line 45), indexing documents in accordance with quantitative document intent 
information [1 14]; a document retrieval system, retrieving document [115, 116]. The 
reference does not explicitly state document intent information representing intents of a 
design of the documents and being maintained to be used in decisions made to output the 
documents; however, Nielson provides intent information used within a document data 
environment. It would have been obvious to one of ordinary skill in the art, having the 
teachings of Katariya and Nielson before him at the time the invention was made, to 
modify the document processing methods of Katariya, because it would have given a user 
the added benefit of having a reduction of intercommunication. 

10. Claims 9-11, and 13-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Katariya et aL, USPN 6,549,897 fded (12/17/98) in view of 
Sandford, USPN 6,021,196 filed (5/26/98). 

In reference to independent claim 9, Combination of Katariya et al. and Sandford, II et 
al. discloses a document creation system, creating a document described in a data format 
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including document data (Katariya, Fig. 1 [102]) and quantitative document intent 
information (Katariya, Fig. 1 [1 14c]) 5 including a user interface (Sandford, Fig. 1 [10a]), 
at which document data (Sandford Fig. 1 [10]) and quantitative document intent 
information may be entered and displayed (Sandford, Col. 4 lines 9-10); a document 
editor (Sandford, Fig. 1 [11-14], generating and applying document data (Sandford, Fig. 
1 [10]) and quantitative document intent information to a stored document file (Sandford, 
Fig. 1 [15], Col. 4 lines 12-18); a document formatter (Sandford, Fig. 1 [12, 13a]), using 
said document data (Sandford, Fig. 1 [10]) and quantitative document intent information 
to format the document, for subsequent display at said user interface (Sandford, Fig. 1 
[10a], Col. 4 lines 9-22). 

It would be obvious to one having ordinary skill in the art at the time the 
invention was made to have incorporated Sandford' s formatted values into Katariya' s 
quantitative values*for the purpose of processing the publication quality digital image in 
order to modify its quality (Col. 3 lines 32-33). 

Regarding dependent claim 10, combination of Katariya and Sandford as applied to 
claim 9 above, Figure 1 of Sandford discloses wherein said display at said user interface 
interactively occurs during document creation (Col. 4 lines 1-22). 
Regarding dependent claim 11, combination of Katariya and Sandford as applied to 
claim 9 above, Figure 1 of Sandford discloses wherein during document creation, said 
user interface displays examples [10a] of the effects of examples of quantitative 
document intent information [steps 11-15], which examples are selectable [13a and 12] 
via said user interface to there apply said quantitative document intent information (Col. 
4 lines 1-22). 
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Regarding independent claim 13, Combination of Katariya et al and Sandford, II et al. 
discloses a method of formatting (Sandford, Fig. 1) a document for use at a document 
using device, wherein the document includes document data (Katariya, Fig. 1 [101]) and 
(Sandford, [10 digital image data]) and document intent information (Katariya, Fig. 1 
[1 14c]) and (Sandford, [Truecolor-format image], Col. 4 lines 4-5), said document intent 
information provided as a set of quantitative values indicative (Katariya, Fig. 1 [1 14c]) 
and (Sandford, Col. 4 line 9) of relative importance of document properties (Katariya, 
Col. 2 lines 24-29) and (Sandford, Col. 4 lines 9-22); said document using device using 
the formatted document (Sandford, Fig. 1 [13a, 12]) in accordance with said document 
usage capabilities and quantified intents (Sandford, Fig. 1 [1 1-15]); and said document 
formatting (Sandford, Fig. 1 [13a, 12]) for said document using device depending on said 
document intents (Sandford, Fig. 1). 

Regarding dependent claim 14, combination of Katariya and Sandford as applied to 
claim 13 above, Figure 1 of Sandford discloses wherein said formatting provides a closest 
possible match (see [13a, 12] and [10a], they are closest possible match) between 
effective quantified intents of the formatted documents [13a and 12], formatted for said 
document using device [11-15] and said document intent information (Sandford, 
[Truecolor-format image], Col. 4 lines 4-5). 

Regarding dependent claim 15, combination of Katariya and Sandford as applied to 
claim 14 above, Figures 2 A, 2B, and 3 of Sandford discloses wherein said effective 
quantified intents are calculated from measurable intent properties of said formatted 
document (Sandford, Col. 5 lines 32-56). 

Regarding dependent claim 16, combination of Katariya and Sandford as applied to 
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claim 15 above, Figure 1 of Sandford discloses wherein said measurable intent properties 
of said formatted documents [13a and 12] depend on formatting decisions resulting [10a] 
from document intent information of the document (Col. 4 lines 4-22). 
Regarding dependent claim 17, combination of Katariya and Sandford as applied to 
claim 13 above, Fig. 1 of Sandford discloses where the measurable intent properties 
([Truecolor image pixel color component values] Col. 4 lines 9-12) are dependent on the 
document using device ([11, 12] Col. 4 lines 4-10). 

Response to Arguments 
1 1 . Applicant argues on page 1 of the applicant's response that the document format 
produces a useful, concrete, and tangible result. Furthermore, the Applicant states the 
document format has practical utility and is, therefore, statutory subject matter. The 
applicant utilized In re Lowry . 32 U.S.P.Q.2d 1031 (Fed. Cir. 1994) "directed to a 
memory containing stored information, as a whole, recited an article of manufacture," 
and concluded that the claimed invention was statutory subject matter. Id. at 1033. 
However, the Examiner points out that Lowry fails to describe similar document data 
methods as that described in 1, 2, and 8. Therefore, the argument brought forward by the 
Applicant fails to provide a reasonable description or reasoning as to how the data format 
imparts functionality. Functional descriptive material consists of data structures and 
computer programs which impart functionality when encoded on a computer-readable 
medium. Non-functional descriptive material, on the other hand, includes but is not 
limited to music, literary works, and a compilation or mere arrangement of data. The 
Examiner believes citing Lowry fails to provide a proficient description of Applicant's 
invention. Apart from the utility requirement of 35 U.S. C. 101, usefulness under the 
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patent eligibility standard requires significant functionality to be present to satisfy the 
useful result aspect of the practical application requirement. See Arrhythmia, 958 F.2d at 
1057, 22 USPQ2d at 1036. Merely claiming nonfunctional descriptive material stored in 
a computer-readable medium does not make the invention eligible for patenting. For 
example, a claim directed to a word processing file stored on a disk may satisfy the utility 
requirement of 35 U.S. C. 101 since the information stored may have some "real world" 
value. However, the mere fact that the claim may satisfy the utility requirement of 
35 U.S-C 101 does not mean that a useful result is achieved under the practical 
application requirement. The claimed invention as a whole must produce a "useful, 
concrete and tangible" result to have a practical application. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Ludwig whose telephone number is 571-272- 
4127. The examiner can normally be reached on 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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